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The election without traverse filed 1/17/02 is acknowledged. Claims 1-5 are being 
considered on the merits. 

Claims 6-10 are withdrawn from consideration as directed to a non-elected invention. 

Rejections under 35 U.S. C § 112 

Claim Rejections - 35 USC§112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 is vague and indefinite in that it is unclear what is intended to be encompassed 
by "having resistance to an aminoquinoline derivative in a medium". To begin with, the 
concentration of the compound is not sufficiently delineated to which the microorganism is 
"resistant". In addition, the scope of the compounds encompassed by "aminoquinoline 
derivative" in this context cannot be readily ascertained, even when reading the claims in light of 
the specification. The only derivatives disclosed are those recited in claim 2. In addition, it is 
unclear what is intended by "resistance... in a medium". Is this the culture medium? 

Claim 1 is confusing in that no clear antecedent basis is found for "the culture" in (b). 

In claim 2, the term "substances" should properly be "compounds", inasmuch as 
"substances" generally pertains to unidentified mixtures. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a w ritten description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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Claim 5 is rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 

The invention appears to employ novel strain of E. coli. It is not clear if the written 
description is sufficiently repeatable to avoid the need for a deposit. Further it is unclear if the 
starting materials were readily a\ai!ab!e to the public at the time of invention. 

It appears that a deposit was made in this application as filed as noted on page of the 
specification. However, it is not clear if the deposit meets all of the criteria set forth in 37 CFR 
1 .801-1 .809. Applicant or applicant's representative may provide assurance of compliance with 
the requirements of 35 U.S.C § 1 12, first paragraph, in the following manner. 

SUGGESTION FOR DEPOSIT OF BIOLOGICAL MATERIAL 

A declaration by applicant, assignee, or applicant's agent identifying a deposit of 
biological material and averring the following may be sufficient to overcome an objection and 
rejection based on a lack of availability of biological material. 

1. Identifies declarant. 

2. States that a deposit of the material has been made in a depository affording 
permanence of the deposit and ready accessibility thereto by the public if a patent is 
granted. The depository is to be identified by name and address. 

3. States that the deposited material has been accorded a specific (recited) accession 
number. 

4. States that all restriction on the availability to the public of the material so deposited 
will be irrevocably removed upon the granting of a patent. 

5. States that the material has been deposited under conditions that access to the material 
will be available during the pendency of the patent application to one determined by the 
Commissioner to be entitled thereto under 37 CFR 1.14 and 35 U.S.C § 122, 



6. States that the deposited material will be maintained with all the care necessary to keep 
it viable and uncontaminated for a period of at least five years after the most recent 
request for the furnishing of a sample of the deposited microorganism, and in any case. 
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for a period of at least thirty (30) years after the date of deposit for the enforceable life of 
the patent, whichever period is longer. 

7. That he/she declares further that all statements made therein of his/her own knowledge 
are true and that all statements made on information and belief are believed to be true, 
and further that these statements were made with knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under section 1001 
of Title 18 of the United States Code and that such w illful false statements may 
jeopardize the validity of the instant patent application or any patent issuing thereon. 

Alternatively, it may be averred that deposited material has been accepted for deposit 
under the Budapest Treaty on the International Recognition of the Deposit of Microorganisms for 
the purpose of Patent Procedure (e.g. see 961 OG 21, 1977) and that all restrictions on the 
availability to the public of the material so deposited will be irrevocably removed upon the 
granting of a patent. 

Additionally, the deposit must be referred to in the body of the specification and be 
identified by deposit (accession) number, date of deposit, name and address of the depository and 
the complete taxonomic description. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art arc 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 35 
U.S.C. 103(a), the examiner presumes that the subject matter of the various claims w as commonly ow ned at the 
time any inventions covered therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that w as not commonly 
owned at the time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(0 or (g) prior an under 35 U.S.C. 103(a). 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kino ct al. 
taken with Stanbury ct al.. 

The claims arc directed to the production of various amino acids with a microorganism 
having the ability to produce the amino acids and which is resistant to an aminoquinoline 
derivative in the medium. 
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Kino et ai teaches the production of an amino acid with a strain of Corynehacterium 
glutamicum which is resistant to an aminoquinoline derivative. The reference differs from the 
claimed invention in that the microorganism is disclosed to produce the amino acid tryptophan 
rather than the amino acids recited. However, one having ordinary skill in the art at the time the 
claimed invention would have reasonably expected any strain to produce and accumulate a 
\aricty of amino acids at least to some extent. 

In addition Stanbury et ai adequately demonstrate that it is old and well known in the art 
to screen and select microorganisms for increased amino acid production by isolating mutants 
having amino acid analogue resistance (See, e.g., pages 43-47). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the claimed invention was made to modify the process of Kino et ai by culturing the same or 
other microorganisms for the production of amino acids having resistance to an aminoquinoline 
derivative for the expected benefit of obtaining a favorable yield of amino acids useful in the 
food and pharmaceutical industries. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Irene Marx whose telephone number is (703) 308-2922. The examiner can 
normally be reached on Monday through Friday from 6:30 AM to 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn, can be reached on (703) 308-4743. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (703) 305-3592, 
(703) 308-4242 and (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to Customer Service w hose telephone number is (703) 308-0198 or the 
receptionist whose telephone number is (703) 308-1235. , / 
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